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DETAILED ACTION 

1 . This office action is in response to application filed on 4/28/06. Claims 1-22 are pending 
in the application. 

Priority 

2. Acknowledgment is made of applicant's claim for foreign priority based on an appUcation 
filed in Japan on July 11, 2003. It is noted, however, that applicant has not filed a certified copy 
of the JP2003-377898 application as required by 35 U.S.C. 119(b). 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claims 1, 3-5 and 18 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The inclusion in claims 1,3-5 and 18 of a term within parentheses renders the claims 
indefinite because it is unclear whether the included term is part of the claimed invention. 
Appropriate correction required. 
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Specifically, it is unclear if limitation such as "(but not including 850 fxm)" in claims 1, 
3-5 and 1 8 and the expression in the last line of claim 4 are all part of the claim or not. 



Claim Rejections - 35 USC § 102 and 103 

5. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the mvention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of appUcation for patent in the United States. 

6. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 ol'lhis lilie, il'lhe dilTcrcnces between the subject mailer sought to be patented and liic prior art arc 
such that the subject mailer as a whole would ha\ c been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 1, 8, 9, 11, 17-19, 22 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Wada et al. (US 6127454). 

Wada et al. disclose water-absorbing agent comprising a crosslinked hydrophilic 
polymers based on polyacrylic acid salts (col. 5, lines 10-25, col. 6, lines 1-24). Further, the 
average particle size of the resin ranges from 200 to 600 j^m (col. 6, lines 54-61). The surface 
crosslinking may be accomplished by polyols, and disclosed polyols include polyglycerol, 
pentaerythritol, sorbitol etc. which have 4 or more hydroxyl groups (col. 8-9, bridging 
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paragraph). Furthermore, polyvalent metal compounds such as aluminum and zirconium may 
also be used for surface crosslinking (col. 9, lines 25-31). The surface crosslinking agents may be 
used in amounts of 0.001 to 10 parts by wt. of solid content of the resin (col. 9, lines 40-45). The 
disclosed crosslinking agents may be used alone or in combination of two or more thereof The 
surface crosslinking may be carried out using the two crosslinking agents separately in two or 
more steps (col. 9, lines 32-40). Additionally, the water absorbent resins have a water absorption 
capacity not less than 20 g/g under pressure (col. 13, lines 27-55, col. 14, lines 5-17). 

The water absorbing resin particle diameter is adjusted to substantially fall within 106 jum 
to 500 ^m, i.e. particles within the range 106 fxm to 500 fxm comprise 90 wt.% or preferably, 95 
wt.% of the water absorbent resin (col. 11, lines 1-15). 

Thus, presently cited claims are anticipated by the prior art. 

8. Claims 4-7, 10, 12 , 13, 14, 15, 16, 20 are rejected under 35 U.S.C. 102(b) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Wada et al. (US 6127454). 

The discussion with regard to Wada et al. above in paragraph 7 is incorporated herein by 
reference. Given that the compositional requirements and the physical characteristics of the 
water absorbent resin are met, it is the examiner's position that the presently recited properties 
are inherent to the composition. Case law holds that a material and its properties are inseparable. 
In reSpada. 911 F.2d 705,709, 15 USPQ2d 1655, 1658 (Fed. Cir. '1990). 

In light of above, the presently cited claims are anticipated by the prior art. 
In the alternative, the presently claimed properties would obviously have been present 
once the Wada et al. product is provided, absent evidence to the contrary. 
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9. Claims 1-20, 22 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over JP2002-539281A. 

At the outset, it is noted that JP2002-539281A is used for date purposes while US 
6,605673 to Mertens et al. is used as the English equivalent in the body of this rejection. 

Mertens et al. disclose powdered water absorbent polymer product constituted of 55-99% 
by wt. of polymerized acid group containing monomers and 0.1-5% by wt. of polymerized 
crosslinking monomers, 0.01-5%) by wt. of at least one polyol as surface crosslinking agent and 
0.001 to 1-1.0% by wt. cation containing surface crosslinking agent (col. 3, lines 30-54). Further, 
the disclosed polyols include pentaerythritol and sugar alcohols such as sorbitol (col. 4, lines 26- 
31) and the disclosed cation containing surface crosslinking agent include aluminum salts , 
zirconium salts and other transition metal salts (col. 4, lines 54-64). The resin and the 
crosslinking agents are mixed together prior to heat treatment (col. 7, lines 19-53). The particle 
size of the resin preferably ranges from 150 to 850 fxm (col. 6, lines 47-49). Furthermore, the 
retention value and SFC and values are within the presently claimed range (col. 3, lines 10-22, 
col. 10, lines 10-15). 

While the prior art does not explicitly disclose at least 90% of the particle size ranges 
between 150-850 ixm, it is the examiner's position that the prior art resins inherently satisfy the 
requirement given the teaching that the dried resins are milled and subsequently screened to 
achieve the desired particle range (col. 10, lines 1-9), absent evidence to the contrary. Further, 
given that the compositional requirements and physical features of the resin particles are met, the 
presently claimed properties must be inherent to the water absorbent resin. 
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In light of above the presently cited claims are anticipated by the prior art. In the 
alternative, it would have been obvious to one of ordinary skill in the art that the properties 
would necessarily be present once the prior art product is provided. 

With regard to claims 2 and 3, it is noted that aluminum sulphate and hydrates are 
particularly preferred in the compositions (col. 4, lines 55-60). 

10. Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over Wada et al. (US 
6127454) or JP2002-539281A. 

The discussions with regard to Wada et al. and Mertens et al. above in paragraphs 7 and 9 
are incorporated herein by reference. 

The prior art is silent to a process wherein heat treating of the resin results in 10-90% of 
the polyol remaining unreacted. 

The cure conditions, i.e. time and temperature, depend the reactivities of the surface 
crosslinking agents used (col. 7, lines 40-54). Thus, it would have been within the level of 
ordinary skill in the art to optimize the cure conditions and thereby arrive at the presently cited 
claim, absent evidence of unexpected results. 

Conclusion 



1 1 . Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to Satya Sastri at (571) 272 1 1 12. The examiner can be reached on 
M-T-T-F, 8AM-5PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Randy Gulakowski can be reached on 571-272-1302. 

The fax phone number for the organization where this application or proceeding is 
assigned is (571)273 8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see <http ://pair-direct.uspto . go v> . Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



/Satya B Sastri/ 
Examiner, Art Unit 1 796 



